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DECI S| ON ON APPEAL

This is an appeal fromthe exam ner's refusal to allow

claims 2, 3 and 8 through 10, as anended after a final

1 Application for patent filed March 24, 1993.
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rejection.? Cainms 1 and 4 through 7 have been cancel ed.
These are all the clainms in the application.

We AFFI RM- | N- PART

2 In response to new grounds of rejection made in the examner's answer,
appel lant filed an amendnent (Paper No. 20) on June 16, 1995, in which claim1
was canceled and clains 8 and 9 were rewitten in independent form
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BACKGROUND

The appellant's invention relates to an arrangenent for
mounting el ectroni c conponents on a supply tape which is to be
fed to a machine for nounting the conponents onto a printed
circuit board. An understanding of the invention can be
derived froma reading of exenplary claim2, which appears in
the separate "Appendi x" filed on Decenber 29, 1994 (Paper No.

18) . °

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Hor i 4,223, 786 Sep. 23,
1980

Ki kuchi et al. (Ki kuchi) 5, 141, 450 Aug.
25, 1992

Kuwahara, et al. (Kuwahara) 3-212, 369 Sep. 17

1991

(Japanese Kokai Application)

Kitagawa et al. (Kitagawa) 4-102, 575 Apr. 03, 1992
(Japanese Kokai Application)

The following rejections are before us for review

3 A correct copy of claims 8 and 9 can be found in the anendnent filed
June 16, 1995 (Paper No. 20).
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(1) Aainms 8 and 9 stand rejected under 35 U . S.C. § 103
as bei ng unpat ent abl e over Kikuchi;

(2) Aainms 8 and 9 stand rejected under 35 U . S.C. § 103
as bei ng unpat ent abl e over Kuwahara; *

(3) dainms 2 and 10 stand rejected under 35 U S.C. § 103
as bei ng unpatentable over Hori in view of Kuwahara; and

(4) Adaim3 stands rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Hori in view of Kuwahara, further in
vi ew of Kitagawa.?®

In the final rejection, clains 2, 3 and 10 were al so
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Ki kuchi. This ground of rejection, however, was w thdrawn in
the exam ner's answer (page 4).

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we make reference to the exam ner's answer (Paper

No. 19, mailed April 17, 1995), first suppl enental answer

4 I'n deternining the teachings of Kuwahara and Kitagawa, we will rely on
the translations provided by the PTO. A copy of the translations are attached
for the appellant's convenience.

5> Rejections (2)-(4) are new grounds of rejection nmade in the examiner's
answer (pages 4-6).
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(Paper No. 23, mumiled August 25, 1995), and second

suppl emrent al answer (Paper No. 25, mailed Novenber 13, 1995)
for the exam ner's conplete reasoning in support of the
rejections, and to the

appellant's main brief (Paper No. 17, filed Decenber 21,
1994), reply brief (Paper No. 21, filed June 16, 1995), and
suppl enental reply brief (Paper No. 24, filed October 20,

1995) for the appellant's argunments thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant’'s specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

Rej ection (1)

Ki kuchi shows el ectrical connectors or conmponents C, G,
and C,, each connector including conducting pin termnals 12
and 14 arrayed in tw rows and extending froma non-conductive

5
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housing 10 (col. 2, lines 9-11). Support pins 16 are affi xed
to the non-conductive housing 10 to support the electrical
connectors on a carrier tape. The support pins 16 are | onger
than terminals 12 and 14, but are clearly not "outernost™ with
respect to the termnals. See Figs. 3A-3C

| ndependent clains 8 and 9 are drawn to taped el ectronic

conponents conprising, inter alia, a plurality of electronic

conponents, a plurality of |ead groups attached to respective
ones of the el ectronic conponents wherein each | ead group has

a plurality of leads and the outernost |eads of the

| ead group of each conponent are | onger than the rennining

| eads of the lead group, and a tape for taping the outernost

| eads together to fix themin position.

In applying the test for obviousness,® we reach the
conclusion that the clainmed subject matter woul d not have been
suggested by the applied prior art. Specifically, we see no
suggestion in the applied prior art for nodifying Ki kuchi so

that the outernost | eads of the | ead group of each conponent

6 The test for obviousness is what the conbined teachings of the
ref erences woul d have suggested to one of ordinary skill in the art. See In
re Young, 927 F.2d 588, 591, 18 USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981).

6
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are longer than the renmaining | eads of the | ead group. Thus,
we must conclude that the exam ner used inperm ssible
hindsight.” Since all the |[imtations of clains 8 and 9 are
not suggested by the applied prior art for the reasons set
forth above, the decision of the examner to reject clains 8

and 9 under 35 U. S.C. § 103 over Kikuchi is reversed.

Rej ection (2)

Kuwahara teaches a method of preventing the detachnent of
el ectronic parts 1 or 8 froma strip of backing paper 5
wherein the outernost leads 2 and 3 (Figs. 1 and 2) or 12 and
13 (Fig. 3) of an electronic part are nmade |onger than the
remai ni ng | eads and an adhesive tape 6 is attached to the
backi ng paper with the outernost | eads held securely

t her ebet ween.

” The conclusion that the claimed subject matter is obvious nmust be
supported by evidence, as shown by sone objective teaching in the prior art or
by know edge generally available to one of ordinary skill in the art that
woul d have | ed that individual to conbine the relevant teachi ngs of the
references to arrive at the clained invention. See In re Fine, 837 F.2d
1071, 1074, 5 USP@d 1596, 1598 (Fed. Cir. 1988). The exam ner my not,
because of doubt that the invention is patentable, resort to specul ation,
unf ounded assunption or hindsight reconstruction to supply deficiencies in the
factual basis for the rejection. See |In re Warner, 379 F.2d 1011, 1017, 154
USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S. 1057 (1968).

7
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Claim8 is drawm to the conmbination of elements set forth
above in the discussion of rejection (1) and, in addition,
specifies that the el ectronic conponents are hybrid ICs. It
is the exam ner's position (answer, page 5) that it would have
been obvious to apply Kuwahara's teaching to hybrid ICs.

Appel I ant argues (reply brief, pages 5 and 6) that there
is no notivation in the art to apply Kuwahara's teaching to
hybrid I Cs because hybrid 1 Cs have nore than four |eads and,
even if it were obvious to apply Kuwahara's teaching to hybrid
| Cs, there would have been no notivation to arrive at the
specific arrangenent recited in claim8.

We di sagree. Kuwahara clearly teaches that an el ectronic
part having three or four leads is held nore securely between
a strip of backing paper and adhesive tape, if the outernopst
| eads of the | ead group are nmade | onger than the interior

| eads and t he

adhesive tape is applied to the backing paper with the
outernost | eads held therebetween. While appellant argues

that all hybrid ICs have nore than four |eads, there is no
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evidence in the file to support the argunment.?® Appellant has
admtted in his specification that it was known prior to his
invention to supply hybrid ICs to an automatic nounting device
by neans of a tape in which the hybrid ICs are supported on
the tape by a plurality of interior adjacent |eads (pages 1
and 2 and Fig. 1). 1In order to obtain the benefits of the
i nvention specifically disclosed by Kuwahara, it is our
opi ni on that Kuwahara woul d have fairly suggested to a person
of ordinary skill in the art to make the outernost |eads of a
hybrid I C longer than the remaining | eads and to secure the
hybrid ICto a strip of backing paper by
attaching the adhesive tape to the backing paper with the
outernost | eads held therebetween.

We al so disagree with appellant's argunent that there
woul d have been no notivation to arrive at the specific
ar rangenent
recited in claim8. While Kuwahara's teaching may well

suggest ot her arrangenents to a person of ordinary skill in

8 Attorney's argunments in a brief cannot take the place of evidence.
re Pearson, 494 F.2d 1399, 1405, 181 USPQ 641, 646 (CCPA 1974).

9
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the art, e.g., like those illustrated on page 6 of appellant's
reply

brief, we are of the opinion that the nost obvious arrangenent
suggested by Kuwahara is that of providing the outernost |eads
as the |l ongest |eads.

In view of the above, the decision of the exam ner to
reject claim8 under 35 U.S.C. §8 103 over Kuwahara is
sust ai ned.

Wth respect to claim9, appellant argues (reply brief,
pages 6 and 7) that Kuwahara fails to suggest a |ead group
conposed of nine |eads sequentially arranged with the first,

second, eighth and ninth | eads being fixed together by the

tape. The exam ner's response (first supplenental answer,
page 4) is that el ectronic conponents are conventionally nade
with different nunbers of |eads and it would have been obvi ous
in view of Kuwahara to tape the four outernost |eads of a nine
| ead conponent for greater stability as required or needed.
The exam ner has failed, however, to explain why it would
have been obvious to tape the four outernost |eads for greater

stability. Kuwahara teaches taping the two outernost |eads of

10
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a three or four |ead electronic conponent. The exam ner has
not

shown or explained why it woul d have been obvious in view of
the applied prior art to tape the first, second, eighth and
ninth | eads as opposed to, e.g., the first and ninth or the

first, fifth and ninth | eads.

The | egal concl usion regardi ng obvi ousness relies on a
factual foundation, including the definition of the scope and

content of the prior art. See Panduit Corp. V. Dennison Mg.

Co., 810 F.2d 1561, 1566-68, 1 USPQ@2d 1593, 1595-97 (Fed. Cr
1987). "Where the |l egal conclusion of obviousness is not

supported by facts it cannot stand.”" See In re Warner, 379

F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967). For the
f oregoi ng reasons, we conclude that the exam ner has failed to

establish a sufficient factual basis to support a prinma facie

case of obviousness. Accordingly, we will not sustain the
rejection of claim9 under U S.C. 8 103 as unpatent abl e over

Kuwahar a.

Rej ection (3)

11
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Hori shows, in Fig. 1, a nunber of |eads 4 and 6 forned
on a support web 2. The |eads are bonded to el ectronic
el ements 8
(see Fig. 2) and, thereafter, the |l eads and support web are
cut at lines GC, DD, E-E and F-F (Fig. 4) leaving a portion
14 of the support web attached to lead 4. The electronic
el emrents are then taped by securing the portion 14 between two
adhesi ve paper tapes 10 and 12 (Fig. 5).

| ndependent claim 2 and dependent claim 10 are drawn to
t he enbodi nents shown in appellant's Figs. 3 and 4, and cal
for,
inter alia, a plurality of electronic conponents 1 and 2, each
having a |l ead group fornmed by a plurality of leads g, h and
wherein the outernost |leads g and i are |onger than the
remai ning |l eads h of the |ead group, a lead frame 5 coupled to
the plural-ity of electronic conponents and conprising a tie-
bar 4 extending along the outernost | eads of each |ead group,
and a tape 3 affixed to the tie-bar for fixing the outernopst
| eads of each |ead group in position.

Appel I ant argues that Hori's web 14 does not extend al ong
the outernost |eads and that the tape 12 is not affixed to the

12
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web portion 14 to fix the right lead 6 in position as cl ai ned
inclaim2. W agree. Further, it is our conclusion that
Kuwahara does not teach or suggest the elenents found | acking
in Hori. Accordingly, we will not sustain the rejection of
clainms 2 and 10 under 35 U. S.C. § 103 over Hori in view of
Kuwahar a.

Rej ection (4)

Claim 3 is dependent on claim2 and, therefore, contains
the sane limtations of claim2. Based on our review of
Kitagawa, it
is our conclusion that Kitagawa does not teach or suggest the
el enents found lacking in Hori and Kuwahara. Accordingly, we
will not sustain the rejection of claim3 under 35 U S.C. 8§
103 over Hori, Kuwahara and Kitagawa.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
cl ai ns
8 and 9 under 35 U.S.C. 8§ 103 as unpatentabl e over Kikuchi is
reversed, as is the rejection of claim9 under 35 U S. C. § 103
over Kuwahara, the rejection of clains 2 and 10 under 35
US C 8 103 over Hori in view of Kuwahara and the rejection

13
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of claim3 under 35 U.S.C. § 103 over Hori in view of Kuwahara
and Kitagawa. However, the rejection of claim8 under 35
U S.C 8 103 as unpatentabl e over Kuwahara is affirned.
Accordingly, the decision of the examner to reject clains 2,
3 and 8 through 10 is affirned-in-part.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
JAMES M ©MEI STER )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
vsh
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DI CKSTEI'N, SHAPI RO & MORI N
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